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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election of Group I, claims 1-19 in the reply filed on 20 November 2009 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

2. Claims 20-42 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-4, 6-7 and 9-12 are rejected mder 35 U.S.C. 102(b) as being anticipated by 
Caselli et al. (EP 1146111). 

5. Regarding claim 1, Caselli et al. teaches a composition for disinfecting a space (See 
Absfract) comprising one or more essential oils or essential oil components (paragraph [0033]), 
and a mixture of volatile and non-volatile solvents (paragraphs [0023], [01 10], and [0124]) 
absorbed on a carrier (paragraph [0139]). 
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6. Regarding the limitation that the composition is for disinfecting a space and "vapor- 
producing" as presently claimed, applicants attention is drawn to MPEP 21 1 1.02 which states 
that "if the body of a claim fully and intrinsically sets forth all the limitations of the claimed 
invention, and the preamble merely states, for example, the purpose or intended use of the 
invention, rather than any distinct definition of any of the claimed invention's limitations, then 
the preamble is not considered a limitation and is of no significance to claim construction". 
Further, MPEP 21 1 1 .02 states that statements in the preamble reciting the purpose or intended 
use of the claimed invention must be evaluated to determine whether the purpose or intended use 
results in a structural difference between the claimed invention and the prior art. Only if such 
structural difference exists, does the recitation serve to limit the claim. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

7. It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and fiirther that the purpose or intended use, i.e. "vapor- 
producing" or "for disinfecting a space", recited in the present claims does not result in a 
structural difference between the presently claimed invention and the prior art composition and 
further that the prior art structure which is a composition identical to that set forth in the present 
claims is capable of performing the recited purpose or intended use. 

8. Regarding claims 2, 3, and 6, Caselli et al. teaches wherein the essential oil component is 
cinnamic aldehyde, cinnamic alcohol, and/or cinnamon oil (paragraph [0036]). 

9. Regarding claim 4, Caselli et al. teaches wherein the essential oil component is eugenol 
(paragraph [0047]). 
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10. Regarding claims 7 and 8, Caselli et al. teaches wherein the volatile solvent is an alcohol 
and wherein the alcohol is isopropanol (paragraph [0124]). 

1 1 . Regarding claim 9, Caselli et al. teaches wherein the non- volatile solvent is water 

(paragraph [0023]) . 

12. Regarding claim 10, Caselli et al. teaches wherein the non-volatile solvent is glycol 
(paragraph [0111]). 

13. Regarding claim 12, Caselli et al. teaches wherein the ratio of volatile to non- volatile 
solvents is in the ratio of about 1:6 (page 14, lines 21 and 31, Example I, where water is 60%, 
paragraph [0023]) which falls within the claimed ratio of 10: 1 to 1:10. 

14. Claims 1 and 6-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Romano et 
al. (U.S. Patent No. 6,103,683). 

15. Regarding claim 1, Romano et al. teaches a composition for disinfecting a space (col. 1, 
lines 6-12) comprising one or more essential oils or essential oil components (col. 2, lines 54-55, 
col. 3, lines 15-17), and a mixture of volatile and non-volatile solvents (col. 10, lines 2-24) 
absorbed on a carrier (col. 11, lines 7-10). 

16. Regarding the limitation that the composition is for disinfecting a space and while there is 
no disclosure of "vapor-producing" as presently claimed, applicants attention is drawn to MPEP 
21 1 1 .02 which states that "if the body of a claim fully and intrinsically sets forth all the 
limitations of the claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed invention's 
limitations, then the preamble is not considered a limitation and is of no significance to claim 



Application/Control Number: 10/566,542 Page 5 

Art Unit: 1794 

construction". Further, MPEP 21 1 1 .02 states that statements in the preamble reciting the 
purpose or intended use of the claimed invention must be evaluated to determine whether the 
purpose or intended use results in a structural difference between the claimed invention and the 
prior art. Only if such structural difference exists, does the recitation serve to limit the claim. If 
the prior art structure is capable of performing the intended use, then it meets the claim. 

17. It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and fiirther that the purpose or intended use, i.e. "vapor- 
producing" or "for disinfecting a space", recited in the present claims does not result in a 
structural difference between the presently claimed invention and the prior art composition and 
further that the prior art structure which is a composition identical to that set forth in the present 
claims is capable of performing the recited purpose or intended use. 

18. Regarding claim 6, Romano et al. teaches wherein the essential oil is cinnamon oil (col. 
3, line 38). 

19. Regarding claims 7 and 8, Romano et al. teaches wherein the volatile solvent is an 
alcohol and wherein the alcohol is isopropanol (col. 10, line 24). 

20. Regarding claim 9, Romano et al. teaches wherein the non- volatile solvent is water (col. 
11, lines 45-50). 

21 . Regarding claim 10, Romano et al. teaches wherein the non-volatile solvent is a glycol 
(col. 10, line 8). 



22. Claims 1,7-8, and 9-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McCue et al. (U.S. Patent No. 5,403,587). 
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23. Regarding claim 1, McCue et al. teaches a composition for disinfecting a space (col. 1, 
lines 6-8) comprising one or more essential oils or essential oil components (col. 2, lines 46-48), 
and a mixture of volatile and non- volatile solvents (col. 4, lines 12-16) absorbed on a carrier (col. 

5, lines 50-52). 

24. Regarding claims 7 and 8, McCue et al. teaches wherein the volatile solvent is an alcohol 

and wherein the alcohol is isopropanol (col. 4, lines 15-16). 

25. Regarding claim 9, McCue et al. teaches wherein the non-volatile solvent is water (col. 4, 
line 44). 

26. Regarding claims 10 and 11, McCue et al. teaches wherein the non- volatile solvent is a 
glycol wherein the glycol is (mono)propylene glycol (col. 4, lines 15-16). 



Claim Rejections - 35 USC § 103 

27. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

28. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

29. Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Caselli et 
al. (EP 1 1461 1 1) in view of Scheuing et al. (U.S. Patent Application Publication No. 
2003/0220223). 

30. Caselli et al. is relied upon as disclosed above. 

3 1 . Regarding claims 13-14, Caselli et al. fails to teach the claimed carrier material. 

32. However, Scheuing et al. teaches a composition for disinfecting a space (paragraph 
[0042]) wherein carrier is a non-woven material and the non-woven carrier is a combination of 
cellulose and polypropylene (paragraph [0072]). 

33. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose a non-woven cellulose and polypropylene combination for the carrier of Caselli et al. 
as an effective absorbent material (Scheuing et al. paragraphs [0070]-[0074]). 

34. Claims 15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Caselli 
et al. (EP 1146111) in view of Sherba et al. (U.S. Patent No. 5,149,524). 

35. Caselli et al. is relied upon as disclosed above. 

36. Regarding claim 15, Caselli et al. fails to teach wherein the carrier is cardboard. 

37. However, Sherba et al. teaches a disinfectant composition on a carrier and wherein the 
carrier is cardboard (col. 4, lines 13-24 and fifth industry listing down list in column). 

38. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Caselli et al. to be cardboard depending on the application for a desired 
substrate/carrier to be protected against microorganisms (col. 4, lines 20-24). 
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39. Regarding claim 18, although Caselli et al. in view of Sherba et al. does not disclose the 
size limitation as claimed, it is noted that limitations relating to size are not sufficient to 
patentably distinguish the present invention over the prior art. Furthermore, given that the 
structural laminate of Caselli et al. in view of Sherba et al. would not perform differently than 
that claimed, the claimed structural laminate is not patentably distinctly fi-om that of Caselli et al. 
in view of Sherba et al., given that the courts have held that where the only difference between 
the prior art and the claims is a recitation of relative dimensions, there is no patentable 
distinction between the claims and the prior art (see MPEP 2144.04 IV A). Finally, it is noted one 
of ordinary skill would easily recognize the composite of the prior art could be sized to fiilfiU a 
desired end use. 

40. Claim 16 is ejected mder 35 U.S.C. 103(a) as being unpatentable over Caselli et al. (EP 
1 1461 1 1) in view of Ogawa et al. (U.S. Patent Application Publication No. 2003/0088025), 

4 1 . Caselli et al. is relied upon as disclosed above. 

42. Caselli et al. fails to teach wherein the carrier is sintered plastic. 

43. However, Ogawa et al. teaches an antiseptic composition absorbed on a carrier wherein 
the carrier is sintered plastic (5**" to last line in paragraph [0058], paragraphs [0060] and [0064]). 

44. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Caselli et al. to be sintered plastic given its porosity (Ogawa et al, 
paragraph [0064)] for absorbing the composition. 



Application/Control Number: 10/566,542 Page 9 

Art Unit: 1794 

45. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Caselli et al. (EP 
1 1461 1 1) in view of Caunt et al. (EP 0965541) 

46. Caselli et al. is relied upon as disclosed above. 

47. Caselli et al. fails to teach wherein the carrier is amorphous silicon dioxide. 

48. However, Caunt et al. teaches an antimicrobial a composition with a carrier of amorphous 
siUcon dioxide (paragraphs [0001] and [0009]). 

49. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Caselli et al. to be amorphous silicon dioxide for anti-microbial 
properties (Caunt et al., paragraph [0009]). 

50. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Caselli et al. (EP 
1 1461 1 1) in view of Hartman et al. (U.S. Patent Application Publication No. 2005/0106121). 

5 1 . Regarding claim 19, Caselli et al. fails to teach wherein the carrier is a self-adhesive item 
or label. 

52. However, Hartman et al. teaches a composition for disinfecting a space (paragraph 
[0016]) wherein the carrier is a self-adhesive item or label (paragraphs [0063] and [0065]). 

53. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose a self-adhesive item or label for the carrier of Caselli et al. for generating desirable 
amounts of chlorine dioxide gas over a desirable period of time when exposed to water or water 
vapor to prevent of retard microbial growth within an atmosphere or within an enclosure for a 
sustained period of time and, therefore, be utilized to control microbial growth on items 
contained in a package (paragraphs [0016] and [0075]). 
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54. Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Romano et 
al. (U.S. Patent No. 6,103,683) in view of Scheuing et al. (U.S. Patent Application Publication 

No. 2003/0220223). 

55. Caselli et al. is relied upon as disclosed above. 

56. Regarding claims 13-14, Romano et al. fails to teach the claimed carrier material. 

57. However, Scheuing et al. teaches a composition for disinfecting a space (paragraph 
[0042]) wherein carrier is a non-woven material and the non-woven carrier is a combination of 
cellulose and polypropylene (paragraph [0072]). 

58. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose a non-woven cellulose and polypropylene combination for the carrier of Romano et al. 
as an absorbent material (Scheuing et al. paragraphs [0070]-[0074]). 

59. Claims 15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Romano et al. (U.S. Patent No. 6,103,683) in view of Sherba et al. (U.S. Patent No. 5,149,524). 

60. Romano et al. is relied upon as disclosed above. 

61 . Regarding claim 15, Romano et al. fails to teach wherein the carrier is cardboard. 

62. However, Sherba et al. teaches a disinfectant composition on a carrier and wherein the 
carrier is cardboard (col. 4, lines 13-24 and fifth industry listing down list in column). 

63. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Romano et al. to be cardboard depending on the application for a desired 
substrate/carrier to be protected against microorganisms (col. 4, lines 20-24). 
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64. Regarding claim 18, although Romano et al. in view of Sherba et al. does not disclose the 
size limitation as claimed, it is noted that limitations relating to size are not sufficient to 
patentably distinguish the present invention over the prior art. Furthermore, given that the 
structural laminate of Romano et al. in view of Sherba et al. would not perform differently than 
that claimed, the claimed structural laminate is not patentably distinctly from that of Romano et 
al. in view of Sherba et al, given that the courts have held that where the only difference 
between the prior art and the claims is a recitation of relative dimensions, there is no patentable 
distinction between the claims and the prior art (see MPEP 2144.04 IV A). Finally, it is noted one 
of ordinary skill would easily recognize the composite of the prior art could be sized to fiilfiU a 
desired end use. 

65. Claim 16 is ejected mder 35 U.S.C. 103(a) as being unpatentable over Romano et al. 
(U.S. Patent No. 6,103,683) in view of Ogawa et al. (U.S. Patent Application Publication No. 
2003/0088025), 

66. Romano et al. is relied upon as disclosed above. 

67. Romano et al. fails to teach wherein the carrier is sintered plastic. 

68. However, Ogawa et al. teaches an antiseptic composition absorbed on a carrier wherein 
the carrier is sintered plastic (5^ to last line in paragraph [0058], paragraphs [0060] and [0064]). 

69. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Romano et al. to be sintered plastic given its porosity (Ogawa et al., 
paragraph [0064)] for absorbing the composition. 
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70. Claim 17 is ejected under 35 U.S.C. 103(a) as being unpatentable over Romano et al. 
(U.S. Patent No. 6,103,683) in view of Caunt et al. (EP 0965541) 

71 . Romano et al. is relied upon as disclosed above. 

72. Romano et al. fails to teach wherein the carrier is amorphous siUcon dioxide. 

73. However, Caunt et al. teaches an antimicrobial a composition with a carrier of amorphous 
silicon dioxide (paragraphs [0001] and [0009]). 

74. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose the carrier of Romano et al. to be amorphous silicon dioxide for anti-microbial 
properties (Caunt et al., paragraph [0009]). 

75. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Romano et al. 
(U.S. Patent No. 6,103,683) in view of Hartman et al. (U.S. Patent Application Publication No. 
2005/0106121). 

76. Regarding claim 19, Romano et al. fails to teach wherein the carrier is a self-adhesive 
item or label. 

77. However, Hartman et al. teaches a composition for disinfecting a space (paragraph 
[0016]) wherein the carrier is a self-adhesive item or label (paragraphs [0063] and [0065]). 

78. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to choose a self-adhesive item or label for the carrier of Romano et al. for generating desirable 
amounts of chlorine dioxide gas over a desirable period of time when exposed to water or water 
vapor to prevent of retard microbial growth within an atmosphere or within an enclosure for a 
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sustained period of time and, therefore, be utilized to control microbial growth on items 
contained in a package (paragraphs [0016] and [0075]). 
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Conclusion 

79. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHENG YUAN HUANG whose telephone number is (571) 270- 
7387. The examiner can normally be reached on Monday-Thursday from 8 AM to 4 PM. 

80. If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Callie Shosho, can be reached at 571-272-1 123. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

8 1 . Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/C. H./ 

Cheng Yuan Huang 

Examiner, Art Unit 1794 
January 7, 2009 

/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1794 



